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DETAILED ACTION 

1. This action is in response to the after- final amendment received 3/13/2007. 

2. Claims 1, 2, 4-7, 9-12, and 14-30, are pending in the application. Claims 1,6, 11, 19, 20, 
24, 25, 29, and 30, are independent claims. 

3. Claims 1, 2, 4-7, 9-12, and 14-30, rejected under 35 U.S.C. 103(a) as being unpatentable 
over Kuppusamy et al., have been withdrawn pursuant to applicant's amendment. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

5. Claims 1, 2, 4-7, 9-12, and 14-30, are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Schilit et al., USPN 6,356,922 filed (6/19/1998). 

In reference to dependent claim 1, Schilit teaches: 

Figure 4a illustrates a source document input in the system, segmented, and stored 
(compare to "storing a version of a paper, the version being displayable on a display device as 
a likeness of the paper"). See Schilit, figure 4a, and column 5, lines 8-32. The reference teaches 
a method of storing a version of a paper through the control routine. 

The control routine determines whether an annotation has been input into the system. The 
annotation may be input in any number of different ways using any number of different systems. 
One preferred method of inputting an annotation is by marking directly on a display of the source 
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document (compare to "at a first location within the version, detecting a reference to a second 
location, wherein the detected reference..."). See column 5, lines 21-45. 

The control routine then continues to step where links to each of the identified target 
portions are displayed. If the link corresponds to a target portion that is related to the context of a 
particular annotation then the link is displayed in a margin adjacent to the annotations as a 
margin representation. Figure 2 illustrates a hyperlink embedded within the detected reference 
(compare to "/« response to the detected reference, embedding a hyperlink within the detected 
reference"). See column 6, lines 1-38. 

The reference provides a means of embedding links based upon annotations made to a 
source document. Based upon the annotations, the link is embedded next to the segment of text 
in the source document. The reference fails to explicitly state 'highlighting the first location to 
indicate the hyperlink'. The reference, instead, chooses to embed the hyperlink and highlight the 
hyperlink utilizing an icon directly next to the first location. Therefore, it would have been 
obvious to one of ordinary skill in the art at the time the invention was made to have modified 
the well-known link embedding methods of Schilit and modified the reference to provide the link 
within the text at the end of the text if the annotation was created at the end of the text and 
associated with a specific last segment. If the end note was produced in response to the 
annotation at the end of the segment than it would suggest a means of embedding a link within a 
first location thereby minimizing the explicit query required to identify portions of other 
documents. 
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In reference to dependent claim 2, 4, and 5, Schilit teaches: 

The control routine then continues to step where links to each of the identified target 
portions are displayed. If the link corresponds to a target portion that is related to the context of a 
particular annotation then the link is displayed in a margin adjacent to the annotation as a margin 
representation. Alternatively, if the control routine identifies a target portion that is related to the 
source document as a whole then the control routine displays a link to the target portion as an 
end note. See column 6, lines 1-18. 

In reference to dependent claim 6, 7, 9, and 10, the system claims recite similar instructions 
for performing the embedding hyperlink methods as those performed in claims 1, 2, 4, and 5, 
respectively. Therefore, the claims are rejected under similar rationale. 
In reference to dependent claim 11, 12, 14, and 15, the computer program product claims 
recite similar instructions for performing the embedding hyperlink methods as those performed 
in claims 1, 2, 4, and 5, respectively. Therefore, the claims are rejected under similar rationale. 
In reference to dependent claim 16 and 17, Schilit teaches: 

The control routine analyzes the context of the annotation and generates a query that will 
be used to search the database of target portions. The system and method of this invention 
derives the query from the text of the annotated passage and from the nature of the annotation. It 
would have been obvious to one of ordinary skill in the art at the time the invention was made to 
have utilized the well-known context analysis methods taught by Schilit to create annotations 
pointing out advertisements or any other text that would be appropriate to a user's interest and 
creating a link to that advertisement if that was of interest to a specific user for minimizing the 
explicit query required to identify portions of other documents. 
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In reference to dependent claim 18, Schilit teaches: 

The reference provides a means of embedding links based upon annotations made to a source 
document. Based upon the annotations, the link is embedded next to the segment of text in the 
source document. The reference fails to explicitly state c a file external to the paper, wherein the 
file includes visual image information'. The reference, instead, chooses to embed the hyperlink 
and highlight the hyperlink utilizing an icon directly next to the first location. Furthermore, the 
control routine then continues to step where links to each of the identified target portions are 
displayed. If the link corresponds to a target portion that is related to the context of a particular 
annotation then the link is displayed in a margin adjacent to the annotation as a margin 
representation. Alternatively, if the control routine identifies a target portion that is related to the 
source document as a whole then the control routine displays a link to the target portion as an 
end note. See column 6, lines 1-18. 

Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have modified the well-known link embedding methods of Schilit and 
modified the reference to provide the link within the text at the end of the text if the annotation 
was created at the end of the text and associated with a specific last segment. If the end note was 
produced in response to the annotation at the end of the segment than it would suggest a means 
of embedding a link within a first location thereby minimizing the explicit query required to 
identify portions of other documents. 

In reference to independent claim 19 and 20, Schilit teaches: 

It is to be understood that the term annotation as used herein is intended to include text, 
digital ink, audio, video or any other input associated with a document. It is also to be understood 
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that the term document is intended to include text, video, audio, and any other media and any 
combination of media (compare to "embedding a hyperlink within the detected reference, 
wherein the second location is a file external to the paper, and wherein the file includes audio 
signal information"). See column 7, lines 1 1-24. The remaining limitations recite similar 
limitations and therefore, are rejected under similar rationale to that of independent claim 1. 
In reference to dependent claim 21 and 22, Schilit teaches: 

The control routine analyzes the context of the annotation and generates a query that will 
be used to search the database of target portions. The system and method of this invention 
derives the query from the text of the annotated passage and from the nature of the annotation. It 
would have been obvious to one of ordinary skill in the art at the time the invention was made to 
have utilized the well-known context analysis methods taught by Schilit to create annotations 
pointing out advertisements or any other text that would be appropriate to a user's interest and 
creating a link to that advertisement if that was of interest to a specific user for minimizing the 
explicit query required to identify portions of other documents. 
In reference to dependent claim 23, Schilit teaches: 

It is to be understood that the term annotation as used herein is intended to include text, 
digital ink, audio, video or any other input associated with a document. It is also to be understood 
that the term document is intended to include text, video, audio, and any other media and any 
combination of media. See column 7, lines 1 1-24. 

In reference to dependent claim 24 and 25, 26-28, the system claims reflect similar limitations 
to those found in independent claim 19-23, therefore, the claims are rejected under similar 
rationale. 
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In reference to claims 29 and 30, the computer program product claims found in claims 29 and 
30, recite similar limitations to those found in claims 19 and 20. Therefore, the claims are 
rejected under similar rationale. 

Response to Arguments 

6. Applicant's arguments with respect to claims 1, 2, 4-7, 9-12, and 14-30, have been 
considered but are moot in view of the new ground(s) of rejection. 



Conclusion 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Matthew J. Ludwig whose telephone number is 571-272-4127. 
The examiner can normally be reached on 9:00am-6:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Stephen Hong can be reached on 571-272-4124. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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